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REMARKS SUBMITTED WITH PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Claims 45-52 are pending. Claim 45 is the only independent claim; it reads as follows:. 

45. A color-changing matrix comprising a layer including a mixture of a water- 
insoluble polymer, a water-soluble polymer, and a water-leachable colorant that 
leaches from the matrix when the matrix is exposed to water to provide a change 
in color. 

Claim 45 thus is directed to a "color-changing matrix" including "a layer" comprising a 
"mixture" of three ingredients ~ a water-insoluble polymer, a water-soluble polymer, and a 
water-leachable colorant. 

Claim 45 has been rejected under 35 U.S.C. § 102(b) in view of Barclay et al., U.S. Pat. 
5,021,053 ("Barclay"). According to the Examiner, Barclay describes an osmatic delivery 
device including an outer layer containing a water-insoluble polymer (polystyrene) and an inner 
layer including a water-soluble polymer and a drug that qualifies as a water-leachable colorant. 
The Examiner contends that the combination of the outer layer and inner layer in Barclay's 
device provide the "layer" required by claim 45. The Examiner further contends that the 
polystyrene in the outer layer and the water-soluble polymer and drug in the inner layer are a 
"mixture." 
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Applicants do not agree with the Examiner's interpretation of "layer", but for purposes of 

this review will focus on the term "mixture". Claim 45 relates to a chemical composition - a 

composite — in which three chemical components (water-insoluble polymer, water-soluble 

polymer, and water-leachable colorant) are mixed together. But the Examiner, to give claim 45 a 

sufficiently broad scope to encompass the device described by Barclay, adopts definition 2(b) of 

mixture from Webster's Ninth New Collegiate Dictionary: 

1(a): the act, the process, or an instance of mixing (bl): the state of being mixed 
(b2): the relative proportions of constituents; specif: the proportion of fuel to air 
produced in a carburetor 2: a product of mixing: COMBINATION as a: a 
portion of matter consisting of two or more components in varying proportions 
that retain their own properties b: a fabric woven of variously colored threads c. 
a combination of several different kinds. (Emphasis original). 

The Examiner made a clear error in relying on definition 2(b), which on its face relates to 
fabrics made from multiple threads. Claim 45 does not relate to fabrics or threads, but rather to 
chemical compositions including multiple ingredients. Definition 2(a) is the definition that 
plainly applies to chemical compositions — a "product of mixing: COMBINATION as a: a 
portion of matter consisting of two or more components in varying proportions that retain their 
own properties." 

Applicants understand that claims should be given "their broadest reasonable 

interpretation consistent with the specification" during prosecution. See In re Hyatt , 211 F.3d 

1367, 1372 (Fed. Cir. 2000). But the Court of Appeals for the Federal Circuit has repeatedly 

emphasized that this doctrine does not relieve the Examiner from the responsibility of 

interpreting claim language in light of the specification from the standpoint of a person of 

ordinary skill in the art. See, for example, Rowe v. Dror , 1 12 F.3d 473, 479 (Fed. Cir. 1997), 

where the Court reasoned: 

During the patent examination process, claims receive their broadest reasonable 
meaning. ... However, this does not relieve the PTO of its essential task of 
examining the entire patent disclosure to discuss the meaning of claim words and 
phrases. 

See also In re Bond , 910 F.2d 831, 833 (Fed. Cir. 1999) (during prosecution "claim language 
should be read in light of the specification as it would be interpreted by one of ordinary skill in 
the art ") (emphasis in original). 
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The present application does not relate to the fabric art. Instead, the application describes 
and claims a chemical composition. A person of ordinary skill in the art, reading the application, 
would understand all this and also would understand that definition 2(a) from Webster's 
Dictionary is the applicable definition. 

With the term mixture properly interpreted, the 35 U.S.C. § 102(b) rejection based on 
Barclay evaporates, and the pending claims should be allowed. 

Please apply any charges or credits to deposit account 06-1050. 
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